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Response to Amendment 

1 . In the amendment filed 1 1/2/05. the following has occurred: no claims have been 
amended, added, nor canceled. Now. claims 1-20 are presented for examination. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-13, 15-16, and 18-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hicks et al., U.S. Patent Application Publication No. 2004/01 1 1379 in view of 
Barr et al., U.S. Patent No. 5,182,705. 

4. As per claim 1 , Hicks teaches a method of processing a customer claim against a 
manufacturer's product, said method includes the steps of: inputting the claim through a 
computer to a database at a first management level (see paragraph 0147, note that the 
disclosed system relies on computer input and databases to facilitate transactions, see 
paragraphs 0068 and 0075); determining the monetary value of the claim (see paragraph 0148); 
approving or denying the claim at the first management level when the monetary value of the 
claim is below a first predetermined level (see paragraphs 0148 and 0152). Hicks further 
teaches multiple management levels involved in processing the input claims (see paragraph 
0148). Hicks does not explicitly teach that second and third management levels review the 
input claims to approve or deny the claims when the monetary value of the claim is above a first 
and second level respectively. Barr teaches a system for insurance claims management in 
which unprocessed payments for claims are routed to the appropriate management level for 
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review based on whether the claim amounts are above or below each management levers 
corresponding payment authorization amount (see column 52, lines 15-58). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to incorporate these claim 
processing features into the warranty claims processing method of Hicks. One of ordinary skill 
in the art would have been motivated to incorporate these features for the purpose of facilitating 
the function of the top management level in Hicks to enforce the various operational standards 
of the other management levels (see paragraph 0072) by enabling more detailed processing of 
warranty claims based on their monetary value as described by Barr. 

5. As per claim 2, Hicks in view of Barr teach the method of claim 1 as described above. 
Hicks further teaches a fourth management level to review all approved claims for accuracy and 
completeness and to inform the customer when a claim is denied and to inform an accounting 
management level when a claim has been approved and direct the accounting management 
level to reimburse the customer (see paragraph 0152). 

6. As per claim 3, Hicks in view of Barr teach the method of claim 1 as described above. 
Hicks further teaches the step of inputting a claim through a computer further includes the steps 
of accessing the corporate database through a computer connected to a corporate network, and 
opening a new record file for the customer (see paragraph 0172). 

7. As per claim 4, Hicks in view of Barr teach the method of claim 3 as described above. 
Hicks further teaches the step of accessing the corporate database through a computer 
connected to a corporate network further includes the step of entering a predetermined login 
name and a predetermined password to request access (See paragraph 0170. in particular, 
smartcard and PIN verification). 

8. As per claim 5, Hicks in view of Barr teach the method of claim 3 as described above. 
Hicks further teaches the step of accessing the corporate database through a computer 
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connected to a corporate network further includes the steps of accessing the internet through 
any capably equipped computer, electronically accessing a world wide web interface to the 
corporate network, and electronically connecting the computer to the corporate network through 
the internet and world wide web connections (see column 0168). 

9. As per claim 6, Hicks in view of Barr teach the method of claim 5 as described above. 
Hicks further teaches the step of electronically connecting the computer to the corporate 
network through the intemet and world wide web connections further includes the step of 
entering a predetermined login name and a predetermined password to request access (see 
paragraph 0170, in particular, smartcard and PIN verification). 

10. As per claim 7, Hicks in view of Barr teach the method of claim 6 as described above. 
Hicks further teaches the step of inputting a claim through a computer further includes the step 
of selecting form a menu at least one operational link to another page for input of claim specific 
data (see paragraphs 0147 and 0168. because the system relies on a computer interface, 
including a browser, and application software, it is submitted that some sort of "page," such as a 
browser page, is relied upon for input of data). 

1 1 . Claims 8-1 1 recited substantially similar limitations to those already addressed in claims 
3-6 with the exception that they are directed to inputting an approval or denial of the claim. 
Because inputting an approval or denial of a claim is taught as described above with respect to 
claim 1 . claims 8-1 1 are rejected for substantially similar reasons to claims 3-6. 

12. As per claim 12, Hicks in view of Monk teach the method of claim 1 1 as described 
above. Hicks further teaches selecting form a menu at least one operational link to another 
page to generate a list of all open claims (see paragraphs 0147 and 0168, because the system 
relies on a computer interface, including a browser, and application software, it is submitted that 
some sort of "page," such as a browser page, is relied upon for input of data). As described 
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above, Hicks does not explicitly teach the additional review by the second an third management 
levels. However, Monk teaches Banr teaches a system for Insurance claims management In 
which unprocessed payments for claims are routed to the appropriate management level for 
review based on whether the claim amounts are above or below each management level's 
corresponding payment authorization amount (see column 52, lines 15-58). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to incorporate these claim 
processing features into the warranty claims processing method of Hicks. One of ordinary skill 
in the art would have been motivated to incorporate these features for the purpose of facilitating 
the function of the top management level in Hicks to enforce the various operational standards 
of the other management levels (see paragraph 0072) by enabling more detailed processing of 
warranty claims based on their monetary value as described by Barr 

13. As per claim 13. Hicks in view of Monk teach the method of claim 12 as described 
above. As described above, Hicks does not explicitly teach the additional review by the second 
an third management levels. Barr further teaches selecting one claim file from the list of all 
open claims to select a specific claim to review (see column 52, lines 1 5-58. those claims 
identified as being above the payment authorization amount are interpreted by the Examiner to 
be the list of "all open claims"). It would have been obvious to one of ordinary skill in the art at 
the time of the invention to incorporate these features into the system of Hicks for the reasons 
given above with respect to claim 12. 

14. Claims 15 and 16 recite substantially similar limitations to those already addressed in 
claims 12 and 13 with the exception that they are directed to the third management level. 
Because this feature has already been addressed in claim 1, these claims a rejected for similar 
reasons to claims 12 and 13. 
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15. Claim 18 recites substantially similar limitations to those already addressed in claims 12 
and 13 with the exception that claim 18 is directed to the fourth management level. Because 
this feature has already been addressed in claim 2, this claims is rejected for similar reasons to 
claims 12 and 13. 

16. Claims 19 and 20 recite substantially similar limitations to claims 1 and 2 with the 
exception that they specify that the claim occurs either after the expiration of a specified 
warranty period or within a specified warranty period. Hicks further teaches these time frames 
for filing a claim (see paragraphs 0144-0146). Therefore, these claims are rejected for similar 
reasons to claims 1 and 2. 

17. Claims 14 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hicks 
et al.. U.S. Patent Application Publication No. 2004/01 1 1379 in view of Barr et al., U.S. Patent 
No. 5,182,705 and further in view of Luedtke, U.S. Patent Application Publication No. 
2003/0018497. 

18. As per claim 14, Hicks in view of Monk teach the method of claim 13 as described 
above. Hicks does not explicitly teach the use of an approve or deny web page button to 
indicate claim decisions. Luedtke teaches a method that includes the feature of an approve or 
deny web page button to approve or deny financial terms of a reinsurance contract (see Figure 
6, elements 85 and 86). It would have been obvious to one of ordinary skill in the art at the time 
of the invention to incorporate this feature into the system of Hicks. One of ordinary skill in the 
art would have been motivated to incorporate this feature for the purpose of expediting 
insurance related transactions, such as claim approval or denial, through user friendly interface 
presentation (see paragraph 001 1 of Luedtke). 
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19. Claim 17 recites substantially similar limitations to those already addressed in claim 14 
with the exception that it is directed to the third management level. Because this feature has 
already been addressed in claim 1 , this claim is rejected for similar reasons to claim 14. 



Response to Arguments 

20. In the remarks filed 1 1/2/05, Applicant argues in substance that (1) Hicks does not 
process claims against a manufacturer's product; (2) Hicks does not access the monetary value 
of the particular claim; (3) Hicks does not teach approving or denying the claim at the first 
management level when the monetary value is below a first predetermined level; (4) neither 
Hicks nor Barr teach the second and third management level elements as recited; (5) neither 
Hicks nor Barr process claims against a manufacturer's product after the expiration of a 
specified warranty period nor for ancillary costs arising from customer expenses; (6) neither 
Hicks nor Barr teach the fourth management level as recited; (7) there is no motivation to 
combine the teachings of Hicks and Barr; and (8) the combination of Hicks and Barr rely upon 
hindsight reasoning, 

21 . In response to Applicant's argument (1 ), it is respectfully submitted that this element of 
the claim is only recited in the preamble and the body of the claim makes no mention of, nor any 
reference to, a manufacturer's product. Therefore the Examiner interprets this to be merely the 
intended use of the claimed invention. A recitation of the intended use of the claimed invention 
must result in a structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of perfonming the intended use, then it meets the claim. Furthermore, a preamble is 
generally not accorded any patentable weight where it merely recites the purpose of a process 
or the intended use of a structure, and where the body of the claim does not depend on the 
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preamble for completeness but, instead, the process steps or structural limitations are able to 
stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 
187 F.2d 150, 152, 88 USPQ 478. 481 (CCPA 1951). 

22. In response to Applicant's argument (2). the Examiner respectfully disagrees with this 
interpretation of the teachings of Hicks. It is noted, for example, that at paragraph [0148] of 
Hicks, both the root entity and Issuing participant are notified of "the filed claim and the amount 
of the claim ." (emphasis added). It is clear, from the context of the Hicks reference, that the 
amount o the claim is the monetary value of the claim. Therefore, the Examiner respectfully 
submits that Hicks teaches this aspect of the claims as recited. 

23. In response to Applicant's argument (3), the Examiner respectfully disagrees with this 
interpretation of the teachings of Hicks. Referring again to paragraph [0148], it is clear that the 
claim is approved or denied by a first management level (i.e. issuing participant). It is also clear 
that because the claim has some identified monetary value, as described above in response to 
argument (2), the claim is also below some level. It is also noted that there is no indication in 
the claim of what the predetermined level is, who or what determines or establishes is, nor how 
it is determined or established. Therefore, it is respectfully submitted that Hicks teaches this 
broad limitation as recited. 

24. In response to Applicant's argument (4), it is respectfully submitted that these limitations 
are taught by the combination of Hicks and Banr. As described above. Hicks teaches a plurality 
of management levels that are involved in the processing of warranty claims. In addition, Barr 
describes a process of routing unpaid claims to different management levels based on claim 
amounts exceeding predetermined levels (see column 52, lines 45-50). In addition, as 
described above in response to argument (3), there is no indication in the claim of what the 
predetermined level is, who or what determines or establishes is, nor how it is detenmined or 
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established. Therefore, it is respectfully maintained that the combination of Hicks and Barr 
would have suggested, to one of ordinary skill in the art, these broad limitations as recited. 

25. In response to Applicant's argument (5), it is respectfully submitted that these elements 
of the claims are only recited in the preamble and the body of the claims make no mention of, 
nor any reference to, when a claim is made or any ancillary costs. Therefore the Examiner 
interprets this to be merely the intended uses of the claimed invention. A recitation of the 
intended use of the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from the prior 
art. If the prior art structure is capable of performing the intended use, then it meets the claim. 
Furthermore, a preamble is generally not accorded any patentable weight where it merely 
recites the purpose of a process or the intended use of a structure, and where the body of the 
claim does not depend on the preamble for completeness but, instead, the process steps or 
structural limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 
(CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478. 481 (CCPA 1951). 

26. In response to Applicant's argument (6), it is first noted that there are no limitations 
recited in the claims of what constitutes "accuracy and completeness." Therefore, the Examiner 
has interpreted the teaching in Hicks of the "\NCCM" monitoring all approved claims to meet this 
limitation. In addition, the Examiner notes that at paragraphs [0149] and [0150], the customer is 
notified if a claim is denied. It is also noted that at paragraph [0152], if a claim is to be paid to 
the customer, the relying participant is notified. Therefore, it is respectfully maintained by the 
Examiner that Hicks teaches this limitation as recited in the claims. 

27. In response to Applicant's argument (7), the Examiner recognizes that obviousness can 
only be established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so found either 
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in the references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071. 5 USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 
F.2d 347. 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, it is respectfully submitted that Hicks 
establishes as a goal of the invention to set forth and regulate operation standards and process 
for the warranty system which includes processing of warranty claims (see paragraph [0072]). 
Therefore, it is respectfully submitted that one of ordinary skill in the art would have looked to 
other prior art references, such as that of Barr. for useful policies in claims processing. 

28. In response to Applicant's argument (8). it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so 
long as it takes into account only knowledge which was within the level of ordinary skill at the 
time the claimed invention was made, and does not include knowledge gleaned only from the 
applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F,2d 1392, 
170 USPQ 209 (CCPA 1971). In this case, it is respectfully submitted that the reasoning 
applied in response to argument (7) applies here as well. In particular, it is submitted that it 
would have been within the knowledge available to one of ordinary skill in the art at the time of 
the invention to look to other claims processing systems, with established policies for the 
processing of unpaid claims, for identifying useful policies to employ in the system of Hicks. 

Conclusion 

29. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

30. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing date 
of this final action. 

31 . Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Luke Gilligan whose telephone number is (571) 272-6770. The examiner 
can normally be reached on Monday-Friday 8am-5:30pm. 

32. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on (571 ) 272-6776. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

33. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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